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Trademarks

Trademark Litigation

Ukraine or if a foreign entity has a branch office, representative 
office or other division on the territory of Ukraine.   

The On International Private Law Act of Ukraine says that a 
Ukrainian court shall have exclusive jurisdiction over disputes 
involving a foreign element if such a dispute concerns registra-
tion of intellectual property right for which such registration 
(obtaining a certificate or patent) is required in Ukraine.

Thus, disputes concerning registration of trademarks in 
Ukraine shall be considered by Ukrainian courts regardless 
of the plaintiff’s place of residence. The State Department of 
Intellectual Property shall be involved in the hearing as a de-
fendant. In the event that the claim is satisfied the court shall 
in its decision oblige the State Department of Intellectual 
Property to enter respective information into the register. The 
other defendant will be the holder of respective trademark 
registration. The same refers to disputes where cancellation 
or termination of the International Registration of trademark 
is concerned.

Court Examination
Court examination is one of the crucial issues of trademark 

litigation in Ukraine. It may be appointed to clarify some spe-
cific issues which often arise in trademark disputes, for instance: 
whether the trademarks are confusingly similar, whether the 
goods and services for which trademarks are used and/or re- 
gistered are similar, whether the trademark is distinctive or is 
deceptive, etc. Though the latest trend in court practice is that 
some questions which may arise in trademark disputes can 
be resolved by judges from the consumer standpoint, in many 
trademark cases a court examination is appointed. The court can 
appoint an examination at its own initiative or at the request of 
a party to the proceedings.

According to the Commercial Procedural Code of Ukraine 
court examination is appointed to clarify questions which arise 
during consideration of the dispute and requires specific knowl-
edge. The list of questions to be put before the experts is defined 
by the court; however the parties to the proceedings can sug-
gest the questions to be included in the list. At the same time, 
the court should not raise before a court expert questions of a 
legal nature (those shall be resolved by the court directly) or 

One of the most common and efficient methods of de-
fence from trademark infringement is to initiate a legal 
action by filing a lawsuit to a court.

Except for infringement actions we will also include here 
cancellation actions (where cancellation of trademark registra-
tion or early termination on the basis of non-use is claimed) as 
all such disputes in fact arise due to contemplated infringement 
of trademark rights.

Many important issues, related to both trademark law and 
procedural law, arise where trademark litigation is concerned. 
Below we will provide an overview of some of those issues and 
relevant regulations.

Right to Apply to Court
If the parties to the proceedings are legal entities or private 

entrepreneurs then we should look at the provisions of the Com-
mercial Procedural Code of Ukraine. According to the aforesaid 
Code, a legal entity or private entrepreneur can apply to the 
commercial court to seek protection of their infringed or chal-
lenged rights or lawful interests and with the purpose of taking 
measures aimed at preventing infringements. 

A similar provision is stipulated by the Civil Procedural Code 
of Ukraine which shall be applied if at least one party to the 
proceedings is an individual who is not a private entrepreneur. 
However, in this and further sections we will concentrate on 
proceedings in commercial courts as the majority of trademark 
disputes arise between companies.

Taking into account the aforesaid provisions a plaintiff ini-
tiating a lawsuit in court shall prove that its rights or lawful 
interests are infringed or challenged. 

Therefore, there is a point of view that if a legal action 
concerns early termination of a trademark registration on 
the basis of non-use then it is necessary to prove that the 
trademark registration being challenged infringes the plain-
tiff’s rights and interests. For instance, prevents from use 
and/or obtaining registration of the same or a similar mark 
in Ukraine. At the same time, the On Protection of Rights in 
Marks for Goods and Services Act of Ukraine says that proceed-
ings on the basis of non-use may be initiated by any person. 
The conflict between the two aforementioned approaches has 
not been resolved and thus in practice any of them may be 
applied by the court.

Jurisdiction
There may be many cases where a foreign company needs to 

initiate a legal action to defend its trademark rights in Ukraine.
According to the Commercial Procedural Code of Ukraine for-

eign companies and organizations can apply to the commercial 
courts to seek protection of their infringed or challenged rights 
in accordance with established jurisdiction. Article 16 of the 
Commercial Procedural Code of Ukraine envisages that disputes 
on infringement of intellectual property rights shall be consid-
ered by a commercial court at the place of infringement.

At the same time, Article 124 of the same Code provides that 
Ukrainian courts shall consider disputes where foreign entities 
are involved in the event that the defendant is a resident of 
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questions the answers to which can be obtained directly from 
information resources.

The court examination shall be entrusted to competent in-
stitutions or directly to specialists which have respective know- 
ledge and are certified as court experts. According to recent 
court practice the court shall allow each party to the proceeding 
to suggest the expert institution or individual expert to which 
the court examination may be entrusted in the case. However, 
the court is not bound by the suggestions of the parties and the 
final choice of expert institution or individual expert is made by 
the judge.

The parties can challenge an expert if he/she is directly or 
implicitly interested in the outcome of the case or is a rela-
tive to the persons participating in the court proceeding, or on 
the grounds of incompetence. The challenge should be usu-
ally claimed before the examination is commenced unless the 
grounds for such challenge became known after the examina-
tion is commenced.

The expert conclusion shall be in writing and shall contain a 
detailed description of the expert investigation, the conclusions 
made and the grounded responses to the questions raised by 
the court. The court can also summon the expert to appear in 
the court sitting to clarify questions which the court or the par-
ties may have in relation to the expert conclusion or questions 
raised therein.

If the expert’s conclusion is incomplete or is not clear enough 
(i.e. is not accurate and specific) and it appears impossible to 
cure such non-completeness or ambiguity by hearing the expert 
in a court sitting, an additional court examination may be ap-
pointed. The additional examination may be entrusted to the 
same expert or another expert. 

If the expert’s conclusion is recognized as being ungrounded 
or contradicting the other materials of the case or if it causes 
doubt as to its correctness the court may appoint another court 
examination which shall be entrusted to another expert. It is 
also prescribed by relevant Clarification of the High Arbitra-
tion Court of Ukraine (No. 02-5/424 of 11 November 1998) that  
another court examination can be appointed if there are discrep-
ancies in the conclusions of several examiners and they cannot 
be eliminated by obtaining additional explanations from the  
examiners in the court sitting.

The expert’s conclusion is not binding for the court and 
should be evaluated like any other evidence in the case. The 
court can decline the expert’s conclusion, but should reason such 
an opinion in the court decision. Where several expert conclu-
sions are obtained in the case the court has the right to accept 
one (or more) of them and to decline others. At the same time, 
it should be noted that court decisions are often based on expert 
conclusions obtained.
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Konnov & Sozanovsky

Established in 1992, Konnov & Sozanovsky is one of the leading 
Ukrainian law firms with office in Russia and representative 

offices in Cyprus and Great Britain.
Konnov & Sozanovsky provides comprehensive legal assistance to 

national and foreign clients in the most popular business areas of law 
such as copyright and media law, competition law, corporate law, real 
estate, construction and land law, litigation, intellectual property law, 
commercial law and contracts, securities and financial institutions, 
tax law.

We practice an individual approach in each case, taking 
into consideration the peculiarities of a client’s business and his 
preferences. Our practice includes provision of legal assistance 
in various sectors of economy such as advertising and design, 
agricultural industry, banking, energy and power, food industry, 
insurance, investment and equity market, light industry, media and 
telecommunications, pharmaceuticals, publishing, real estate and 
construction, software, spirits industry, tobacco industry, trade and 
distribution, veterinary production.

Konnov & Sozanovsky cooperates with large international 
firms and is a full member of American Chamber of Commerce in 
Ukraine (ACC), Ukrainian Bar Association (UBA), European Business 
Association (EBA, Ukraine), Association of European Businesses (AEB, 
Russia), International Trademark Association (INTA). Our lawyers are 
members of American Bar Association (ABA), International Fiscal 
Association (IFA), Ukrainian Bar Association (UBA), International 
Association for the Protection of Intellectual Property (AIPPI), 
International Trademark Association (INTA), International Bar 
Association (IBA), Ukrainian Patent Attorney Association, Ukrainian 
Advocate's Association (UAA). The firm’s lawyers hold executive 
positions in the committees of American Chamber of Commerce in 
Ukraine (ACC) and European Business Association (EBA).

Moreover, Konnov & Sozanovsky is the exclusive member of 
the international legal network, First Law International (FLI), which 
consists of law firms in large global centers, allowing us to render 
superior legal assistance to clients located in more than 36 countries 
worldwide.

The firm is ranked among top 10 Ukrainian law firms according 
to the annual surveys by Yuridicheskaya Practika (The Practice of Law) 
in 2009-1997. It is also the Law Firm of the Year in the field of IP 
according to the Ukrainian Legal Awards 2009-2007.

The firm is also recognized by major international legal reviews 
such as PLC Which Lawyer?, IFLR 1000, Legal 500  and Chambers 
Global. Specifically, Chambers Global and Chambers Europe 2009-
2007 editions recommend Konnov & Sozanovsky among law firms 
in the sphere of IP. According to the Legal 500 (2009) Konnov & 
Sozanovsky is recommended among 1st tier law firms in the sphere 
of IP as well as among 2nd tier law firms in the sphere of tax law. 
IFLR 1000 acknowledges the Firm in the sphere of M&A in 2009-
2008. Annual editions of PLC Which Lawyer? 2009-2007 recommend 
Konnov & Sozanovsky in the sphere of IP, competition, corporate/M&A 
and private equity/venture capital.


